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APPEAL BRIEF UNDER 37 C.F.R. § 41.37 

COMMISSIONER FOR PATENTS 
ALEXANDRIA, VIRGINIA 22313 

SIR: 

The Appellants hereby submit an appeal brief in compliance with 37 CFR 41 .37 to 
appeal the final rejection of Claims 1 and 3-9, as set forth in the final Office Action dated 
December 2, 2004. The appeal brief is being submitted with the fee set forth in 37 CFR 
41.20(b)(2). 



I. REAL PARTY IN INTEREST 
The real party in interest is Mitsubishi Denki Kabushiki Kaisha of Tokyo, Japan. 

II. RELATED APPEALS AND INTERFERENCES 
There are no related appeals or interferences. 
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III. STATUS OF CLAIMS 
Claim 2 has been canceled. Claims 1 and 3-9 are active, finally rejected, and appealed. 

IV. STATUS OF AMENDMENTS 
All amendments have been entered. No amendments after final were submitted. 

V. SUMMARY OF THE CLAIMED SUBJECT MATTER 

The present invention relates to a door for a refrigerator and a method of producing a 

door for a refrigerator. (Page 1, lines 7-9.) 

The claimed invention includes a door for a refrigerator comprising an inner panel 

combined with a door panel (page 7, lines 8-12 and Figures 1, 2, 5, and 6), a door cap fitting 

into the door panel and the inner panel in an upper portion (page 7, lines 12-13 and Figure 1), 

and a handle fitting into the door panel and the inner panel in a bottom portion (page 7, lines 

13-14 and Figure 1). The door for the refrigerator has a heat insulating foam material injected 

inside (page 7, lines 14-15 and Figures 2, 5, and 6). Draw forming is provided at a position near 

an edge of at least either side of the door panel at a position away from the edge at 

approximately between 4 and 1 6% of a full width of the door panel such that a metal sheet for 

keeping the door panel from warping or getting uneven is not required (page 7, line 16, through 

page 8, line 21 and Figures 1 -6). The draw forming is provided in such a manner as to push the 

door panel outwards to form a convexity at a center portion of the door panel (page 7, lines 

22-25 and Figures 2, 5, and 6). The door panel has a two-tone color (page 7, line 16), and the 

draw forming is provided on a boundary of colors (page 7, lines 22-23). Draw forming in the 
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draw-formed door is provided at a position away from the edge at approximately between 4 and 
16% of a full width of the draw- formed door panel such that a metal sheet for keeping the door 
panel from warping or getting uneven is not required (page 8, lines 13-21 and Figures 3 and 4). 
The refrigerator door further comprises a gradation portion provided in the two-tone color 
(page 12, lines 14-18 and Figure 5), wherein the draw forming is provided on the gradation 
portion (page 12, lines 21-24 and Figure 5. A boundary of the colors is provided close to a 
center portion of the draw forming (page 13, lines 15-18 and Figure 6). 

For example, in the non-limiting embodiment of Figures 1 and 2, a door (1) for a 
refrigerator includes an inner plate (2) combined with a door panel (3), a door cap (4) fitting 
into the door panel and the inner plate in an upper portion (Figure 1), and a handle (5) fitting 
into the door panel and the inner panel in a bottom portion (Figure 1). The door (1) has a heat 
insulating foam material (6) injected inside. Draw forming is provided at a position (Figure 1) 
near an edge of both sides of the door panel at a position away from the edge. 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 
Issue 1 : Whether the amendment filed on April 22, 2004, includes new matter under 35 
U.S.C. §132. 

Issue 2: Whether Claim 1 is not patentable as obvious under 35 U.S.C. § 103(a) over 
Figure 7 of the present application (Figure 7) . 

Issue 3: Whether Claims 1, 3, and 8 are not patentable as obvious under 35 U.S.C. § 
103(a) over Figure 7 in view of JP 63-104982 . 
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Issue 4: Whether Claims 4-7 and 9 are not patentable as obvious under 35 U.S.C. § 
103(a) over Figure 7 in view of JP 63-104982 and further in view of JP 60-058270 . 

VII. ARGUMENTS 

ISSUE 1: Whether the amendment filed on April 22, 2004, includes new matter under 35 
U.S.C. §132. 

The final Office Action dated December 2, 2004, indicates that the specification "does 
not support the draw forming being positioning 4 to 16% of the total width of the door panel 
from the edge. The specification merely states that the draw forming is at least 1 0%." However, 
the Examiner has committed reversible error in concluding that the limitation regarding the 
draw forming being provided at a position away from the edge at approximately between "4 
and 16%" of a full width of the door panel is new matter under 35 U.S.C. §132. 

The Appellants respectfully submit that the above language added to Claims 1,5,8, and 
9 in the amendment filed on April 22, 2004, does not constitute new matter. The Appellants 
note that the original disclosure includes not only the written description of the invention, but 
also the originally filed drawings. The subject matter recited in Claims 1, 5, 8, and 9 is clearly 
disclosed in Figure 3 of Appellants original application. 1 

Figure 3 of the original application clearly discloses a range of draw forming positions 
between 0 and 20%. Claims 1, 5, 8, and 9 were amended on April 22, 2004, to recite a sub 
range within the disclosed range. The specification describes a non-limiting embodiment on 
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pages 8 and 9 in order to illustrate that the door panel (3) is reinforced the most with the least 
amount of displacement when the draw forming is provided at a position of approximately 
10%, as is evident from a review of the curve illustrated in Figure 3. However, Figure 3 clearly 
depicts experimental data points between 4 and 16% that show advantageous results. Thus, the 
original disclosure clearly provided support for the amendment filed on April 22, 2004, and 
therefore those amendments do not constitute new matter under 35 U.S.C. §132. 

ISSUE 2: Whether Claim 1 is not patentable as obvious under 35 U.S.C. § 103fa) over 
Figure 7 of the present application (Figure 7V 
The final Office Action dated December 2, 2004, indicates that Claim 1 is obvious in 
view of Figure 7 of the present application, despite noting that Figure 7 does not disclose draw 
forming positioned at an edge of either side of the panel and despite noting that Figure 7 does 
not disclose the percentage of draw forming with respect to the total width of the door panel. 
The Examiner has committed reversible error in concluding that Claim 1 is obvious in view of 
Figure 7 , as there is no teaching of all of the claimed limitations in Figure 7 and since there is 
no motivation to make the modifications suggested in the final Official Action to arrive at the 
claimed invention. 

The basic requirements for establishing a prima facie case of obviousness as set forth in 
MPEP 2143 include (1) there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art, to modify 

1 See MPEP 21 63.06 stating that "information contained in any one of the specification, claims 
or drawings of the application as filed may be added to any other part of the application without 
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the reference or to combine reference teachings, (2) there must be a reasonable expectation of 
success, and (3) the reference (or references when combined) must teach or suggest all of the 
claim limitations. The Appellants submit that a prima facie case of obviousness has not been 
established in the present case because (1) the reference does not teach or suggest all of the 
claim limitations, and (2) there is no suggestion or motivation to modify the reference to arrive 
at the presently claimed invention. 

1 . Figure 7 does not disclose all of the limitations recited in Claim 1. 

Claim 1 recites a door comprising, among other features, an inner panel combined with 
a door panel, where draw forming is provided at a position near an edge of at least either side 
of the door panel at a position away from the edge at approximately between 4 and 1 6% of a full 
width of the door panel. 

a. Figure 7 does not disclose draw forming is provided at a position near an 
edge of at least either side of the door panel at a position away from the edge. 

The final Official Action acknowledges that draw forming is provided at a position near 
an edge of at least either side of the door panel at a position away from the edge is not disclosed 
in Figure 7 . However, the final Official Action indicates that the draw forming feature is a 
method step, and therefore no patentable weight has been given to this limitation. The final 
Office Action asserts that the limitation "draw forming" is a method limitation in an apparatus 
claim, and that no patentable weight should be given to such a method step in an apparatus 
claim. The Appellants respectfully disagree with this assertion. 



introducing new matter." 
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Claim 1 expressly recites draw forming that is provided at a position near an edge of at 
least either side of the door panel at a position away from the edge, and such a limitation is not 
simply a process limitation, but rather clearly includes structural features. Thus, a draw formed 
portion has a specified structural position with respect to other claimed structural features. 
More specifically, the draw forming is provided at a position near an edge of at least either side 
of the door panel at a position away from the edge. This structural positional relationship must 
be given patentable weight when considering the patentability of Claim 1 . 

However, even assuming for the sake of argument, that Claim 1 includes a 
product-by-process limitation, MPEP § 21 13 clearly states that patentable weight must be 
given to structural features resulting from the method steps. 2 Thus, the positional structural 
features defined in Claim 1 with respect to the draw forming clearly must be given patentable 
weight. 

Thus, as the final Official Action acknowledges that Figure 7 does not disclose draw 
forming that is provided at a position near an edge of at least either side of the door panel at a 
position away from the edge, a prima facie case of obviousness has not been established with 
respect to Claim 1 in view of Figure 7 . Clearly, Figure 7 does not disclose or even suggest a 
draw forming feature that is at a position away from an edge, as defined in Claim 1 . 

2 The structure implied by the process steps should be considered when assessing the 
patentability of product-by-process claims over the prior art, especially where the product can 
only be defined by the process steps by which the product is made, or where the manufacturing 
process steps would be expected to impart distinctive structural characteristics to the final 
product. See, e.g., In re Garnero, 412 F.2d 276, 279, 162 USPQ 221, 223 (CCPA 1979) 
(holding "interbonded by interfusion" to limit structure of the claimed composite and noting 
that terms such as "welded," "intermixed," "ground in place," "press fitted," and "etched" are 
capable of construction as structural limitations.). 
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b. Figure 7 does not disclose draw forming at a position away from the edge at 
approximately between 4 and 16% of a full width of the door panel. 

Furthermore, the final Official Action acknowledges that Figure 7 does not disclose the 
percentage of draw forming with respect to the total width of the door panel recited in Claim 1 
as "approximately between 4 and 16% of a full width of the door panel." In fact, Figure 7 does 
not disclose or even suggest any percentage of draw forming with respect to a total width of the 
door panel. Figure 7 merely depicts a door having a metal sheet placed between a door panel 
(3) and heat insulating foam material in order to prevent the door from getting uneven due to 
thermal shrinkage or expansion of the insulating foam material. Figure 7 is silent with respect 
to any draw forming being provided in the door, and thus is silent with respect to the location 
of such a feature. 

Thus, as the final Official Action acknowledges that Figure 7 does not disclose draw 
forming approximately between 4 and 16% of a full width of the door panel, a prima facie case 
of obviousness has not been established with respect to Claim 1 in view of Figure 7 , since 
Figure 7 does not teach all of the limitations recited therein. 

2. No motivation existed to modify Figure 7 to arrive at the invention of Claim 1 

a. No motivation existed to modify Figure 7 to arrive at draw forming provided 
at a position near an edge of at least either side of the door panel at a position away from the 
edge. 
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Even assuming for the sake of argument that Figure 7 does depict a door provided with 
draw forming, there is no teaching or suggestion of a criticality in a location of the draw 
forming in Figure 7 . Figure 7 does not disclose the position of the draw forming as a 
result-effective variable, and therefore one of skill in the art would not have been motivated to 
modify the configuration thereof. 

The Appellants' invention is concerned with the amount of maximum deflection 
experienced by a given amount of insulation inside a door provided with draw forming at the 
location as claimed in order to eliminate, or significantly reduce, the thermal shrinking or 
expansion problems outlined in Appellants' specification. 3 There is nothing in Figure 7 or in 
the body of knowledge generally available to one of ordinary skill in the art that teaches or 
suggests modifying the configuration in Figure 7 to arrive at draw forming provided at a 
position near an edge of at least either side of the door panel at a position away from the edge, 
as recited in Claim 1 . A factual issue such as this must be supported by "substantial evidence" 
under the Administrative Procedures Act. 4 The final Office Action is devoid of any evidence, 
let alone substantial evidence, in support of the unsubstantiated conclusion that this feature of 
Claim 1 is obvious in view of Figure 7 . 

Thus, no motivation existed to modify Figure 7 to arrive at the invention recited in 
Claim 1. 



3 See, for example, Specification, page 2, lines 2-12. 

4 Dickenson v. Zurko, 1 19 S. Ct. 1816, 50 USPQ 2d 1930 (1999); In re Gartside, 53 USPQ 2d 
1769 (Fed. Cir. 2000). 
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b. No motivation existed to modify Figure 7 to arrive at draw forming at a 
position away from the edge at approximately between 4 and 16% of a full width of the door 
panel. 

The final Official Action concludes that it would be obvious to one of ordinary skill in 
the art to select a known draw forming percentage according to the use intended as an obvious 
matter of design choice. The Appellants respectfully disagree with such an unsubstantiated 
conclusion. 

Again, even assuming for the sake of argument that Figure 7 does depict a door 
provided with draw forming, there is no teaching or suggestion of a criticality in draw forming 
percentage in Figure 7 . Figure 7 does not disclose the position of the draw forming as a 
result-effective variable, and therefore one of skill in the art would not have been motivated to 
modify the configuration thereof. 

There is nothing in Figure 7 or in the body of knowledge generally available to one of 
ordinary skill in the art that teaches or suggests modifying the configuration in Figure 7 to 
arrive at draw forming at a position away from the edge at approximately between 4 and 16% 
of a full width of the door panel, as recited in Claim 1 . A factual issue such as this must be 
supported by "substantial evidence" under the Administrative Procedures Act. 5 The final 
Office Action is devoid of any evidence, let alone substantial evidence, in support of the 
unsubstantiated conclusion that this feature of Claim 1 is obvious in view of Figure 7 . 

Thus, no motivation existed to modify Figure 7 to arrive at the invention recited in 
Claim 1. 
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c. The rejection is based on hindsight considerations 

The Appellants respectfully submit that the rejection is based on the improper 
application of hindsight considerations. It is well settled that it is impermissible simply to 
engage in hindsight reconstruction of the claimed invention, using Appellants' structure as a 
template and selecting elements from the references to fill in the gaps. In re Gorman, 933 F.2d 
982, 18 USPQ2d 1885 (Fed. Cir. 1991). Recognizing, after the fact, that a modification of the 
prior art would provide an improvement or advantage, without suggestion thereof by the prior 
art, rather than dictating a conclusion of obviousness, is an indication of improper application 
of hindsight considerations. Simplicity and hindsight are not proper criteria for resolving 
obviousness. In re Warner, 397 F.2d 1011, 154 USPQ 173 (CCPA 1967). 

d. Other indicia of unobviousness 

In addition, the door of the present invention does not require a metal sheet because of 
the advantageous placement and configuration of the draw forming provided therein. 
Provision of the structural draw forming to a door as recited in Claim 1 advantageously enables 
the elimination of a needed element in the prior art, while at the same time retaining its 
function 6 , which is a clear indicia of unobviousness. 7 



5 Id. 

6 See discussion on page 9, line 25, through page 10, line 7, of the Apellants' specification. 

7 "Note that the omission of an element and retention of its function is an indicia of 
unobviousness." See MPEP §2144.04(II)(B), citing In re Edge, 359 F.2d 896, 149 USPQ 556 
(CCPA 1966), emphasis in original. 
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3. Conclusion 

Thus, the final Official Action does not establish a prima facie case of obviousness with 
respect to Claim 1 in view of Figure 7 . 

Accordingly, reversal of the rejection of Claim 1 under 35 U.S.C. § 103(a) in view of 
Figure 7 is respectfully requested. 

ISSUE 3: Whether Claims 1, 3, and 8 are not patentable as obvious under 35 U.S.C. § 103(a) 
over Figure 7 in view of JP 63-104982. 
The final Office Action dated December 2, 2004, indicates that Claims 1, 3, and 8 are 
obvious in view of Figure 7 of the present application and JP 63-104892 , despite noting that the 
cited references do not disclose the percentage of draw forming with respect to the total width 
of the door panel. The Examiner has committed reversible error in concluding that Claims 1, 
3, and 8 are obvious in view of Figure 7 and JP 63-104892, as there is no teaching of all of the 
claimed limitations in the cited references and since there is no motivation to make the 
modifications suggested in the final Official Action to arrive at the claimed invention. 

1. Figure 7 does not disclose all of the limitations recited in Claims 1.3, and 8 or 
provide a motivation for modifying the invention described therein to arrive at the claimed 
invention. 

As noted above in the discussion of ISSUE 2 and acknowledged in the final Official 

Action, Figure 7 does not disclose the percentage of draw forming with respect to the total 

width of the door panel recited in Claims 1,3, and 8 as "approximately between 4 and 16% of 
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a full width of the door panel." In fact. Figure 7 does not disclose or even suggest any 
percentage of draw forming with respect to a total width of the door panel. 

Additionally, as noted above in the discussion of ISSUE 2, there is nothing in Figure 7 
or in the body of knowledge generally available to one of ordinary skill in the art that teaches 
or suggests modifying the configuration in Figure 7 to arrive at draw forming at a position away 
from the edge at approximately between 4 and 16% of a full width of the door panel, as recited 
in Claims 1, 3, and 8. 

2. JP 63-104892 does not supplement the deficiencies in the teachings of Figure 7. 

The final Official Action cites JP 63-104982 as describing that it is known in the art to 
form a door panel (4a) with draw forming as at (4) in Figures 1 and 2. However, JP 63-104982 
is silent as to positioning the provided draw forming at the recited position in the recited range. 
Thus, JP 63-104982 does not remedy the above-noted deficiencies of Figure 7 . 

There is nothing in JP 63-104982 or in the body of knowledge generally available to one 
of ordinary skill in the art that teaches or suggests modifying the configuration in JP 63-104982 
to arrive at draw forming at a position away from the edge at approximately between 4 and 16% 
of a full width of the door panel, as recited in Claims 1,3, and 8. A factual issue such as this 
must be supported by "substantial evidence" under the Administrative Procedures Act. 8 The 
final Office Action is devoid of any evidence, let alone substantial evidence, in support of the 
unsubstantiated conclusion that this feature of Claims 1,3, and 8 is obvious in view of the cited 



8 Dickenson v. Zurko, 1 19 S. Ct. 1816, 50 USPQ 2d 1930 (1999); In re Gartside, 53 USPQ 2d 
1769 (Fed. Cir. 2000). 
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references. 

3. The rejection is based on hindsight considerations 

The Appellants respectfully submit that the rejection is based on the improper 
application of hindsight considerations. It is well settled that it is impermissible simply to 
engage in hindsight reconstruction of the claimed invention, using Appellants* structure as a 
template and selecting elements from the references to fill in the gaps. In re Gorman, 933 F.2d 
982, 1 8 USPQ2d 1 885 (Fed. Cir. 1 991). Recognizing, after the fact, that a modification of the 
prior art would provide an improvement or advantage, without suggestion thereof by the prior 
art, rather than dictating a conclusion of obviousness, is an indication of improper application 
of hindsight considerations. Simplicity and hindsight are not proper criteria for resolving 
obviousness. In re Warner, 397 F.2d 1011, 154 USPQ 173 (CCPA 1967). 

4. Other indicia of unobviousness 

In addition, the door of the present invention does not require a metal sheet because of 
the advantageous placement and configuration of the draw forming provided therein. 
Provision of the structural draw forming to a door as recited in Claims 1,3, and 8 
advantageously enables the elimination of a needed element in the prior art, while at the same 
time retaining its function 9 , which is a clear indicia of unobviousness. 10 

9 See discussion on page 9, line 25, through page 10, line 7, of the Apellants' specification. 

10 "Note that the omission of an element and retention of its function is an indicia of 
unobviousness." See MPEP §2144.04(II)(B), citing In re Edge, 359 F.2d 896, 149 USPQ 556 
(CCPA 1966), emphasis in original. 
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5. Conclusion 

Thus, the final Official Action does not establish a prima facie case of obviousness with 
respect to Claims 1,3, and 8 in view of Figure 7 and JP 63-104892 . 

Accordingly, reversal of the rejection of Claims 1, 3, and 8 under 35 U.S.C. § 103(a) in 
view of Figure 7 and JP 63-104892 is respectfully requested. 

ISSUE 4: Whether Claims 4-7 and 9 are not patentable as obvious under 35 U.S.C. § 103(a) 
over Figure 7 in view of JP 63-104982 and further in view of JP 60-058270. 
The final Office Action dated December 2, 2004, indicates that Claims 4-7 and 9 are 
obvious in view of Figure 7 of the present application and JP 63-104892 and further in view of 
JP 60-058270 , despite noting that the cited references do not disclose the percentage of draw 
forming with respect to the total width of the door panel. The Examiner has committed 
reversible error in concluding that Claims 4-7 and 9 are obvious in view of Figure 7, JP 
63-104892 and JP 60-058270, as there is no teaching of all of the claimed limitations in the 
cited references and since there is no motivation to make the modifications suggested in the 
final Official Action to arrive at the claimed invention. 

1 . Figure 7 and JP 63-1 04892 do not disclose all of the limitations recited in Claims 4-7 
and 9 or provide a motivation for modifying the invention described therein to arrive at the 
claimed invention. 

As noted above in the discussion of ISSUE 3 and acknowledged in the final Official 
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Action, Figure 7 and JP 63-104892 do not disclose the percentage of draw forming with respect 
to the total width of the door panel recited in Claims 4-7 and 9 as "approximately between 4 and 
16% of a full width of the door panel." In fact, Figure 7 and JP 63-104892 do not disclose or 
even suggest any percentage of draw forming with respect to a total width of the door panel. 

Additionally, as noted above in the discussion of ISSUE 3, there is nothing in Figure 7 
and JP 63-104892 or in the body of knowledge generally available to one of ordinary skill in the 
art that teaches or suggests modifying the configuration in Figure 7 and JP 63-104892 to arrive 
at draw forming at a position away from the edge at approximately between 4 and 16% of a full 
width of the door panel, as recited in Claims 4-7 and 9. 

2. JP 60-058270 does not supplement the deficiencies in the teachings of Figure 7 and 
JP 63-104892. 

The final Official Action cites JP 60-058270 as describing that it is known in the art to 
two-tone color finish a metal/plastic." However, JP 60-058270 is silent as to draw forming and 
positioning the provided draw forming at the recited position in the recited range. Thus, JP 
60-058270 does not remedy the above-noted deficiencies of Figure 7 and JP 63-104892 . 

There is nothing in JP 60-058270 or in the body of knowledge generally available to one 
of ordinary skill in the art that teaches or suggests modifying the configuration in JP 60-058270 
to arrive at draw forming at a position away from the edge at approximately between 4 and 1 6% 
of a full width of the door panel, as recited in Claims 4-7 and 9. A factual issue such as this 
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must be supported by "substantial evidence" under the Administrative Procedures Act. 11 The 
final Office Action is devoid of any evidence, let alone substantial evidence, in support of the 
unsubstantiated conclusion that this feature of Claims 4-7 and 9 is obvious in view of the cited 
references. 

3. The rejection is based on hindsight considerations 

The Appellants respectfully submit that the rejection is based on the improper 
application of hindsight considerations. It is well settled that it is impermissible simply to 
engage in hindsight reconstruction of the claimed invention, using Appellants' structure as a 
template and selecting elements from the references to fill in the gaps. In re Gorman, 933 F.2d 
982, 18 USPQ2d 1885 (Fed. Cir. 1991). Recognizing, after the fact, that a modification of the 
prior art would provide an improvement or advantage, without suggestion thereof by the prior 
art, rather than dictating a conclusion of obviousness, is an indication of improper application 
of hindsight considerations. Simplicity and hindsight are not proper criteria for resolving 
obviousness. In re Warner, 397 F.2d 1011, 154 USPQ 173 (CCPA 1967). 



1 1 Dickenson v. Zurko, 1 19 S. Ct. 1816, 50 USPQ 2d 1930 (1999); In re Gartside, 53 USPQ 
2d 1769 (Fed. Cir. 2000). 
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4. Other indicia of unobviousness 

In addition, the door of the present invention does not require a metal sheet because of 
the advantageous placement and configuration of the draw forming provided therein. 
Provision of the structural draw forming to a door as recited in Claim 1 advantageously enables 
the elimination of a needed element in the prior art, while at the same time retaining its 
function 12 , which is a clear indicia of unobviousness. 13 

5. Conclusion 

Thus, the final Official Action does not establish a prima facie case of obviousness with 
respect to Claims 4-7 and 9 in view of Figure 7, JP 63-104892 , and JP 60-058270 . 

Accordingly, reversal of the rejection of Claims 4-7 and 9 under 35 U.S.C. § 103(a) in 
view of Figure 7, JP 63-104892, and JP 60-058270 is respectfully requested. 



12 See discussion on page 9, line 25, through page 10, line 7, of the Apellants' specification. 

1 3 "Note that the omission of an element and retention of its function is an indicia of 
unobviousness." See MPEP §2144.04(II)(B), citing In re Edge, 359 F.2d 896, 149 USPQ 556 
(CCPA 1966), emphasis in original. 
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VIII. CONCLUSION 
The Appellants therefore respectfully submit that all of the claims are patentable, and so 
requests that the final rejection be REVERSED. 
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CLAIMS APPENDIX 
Claim 1 (Previously Presented): A door for a refrigerator, comprising: 
an inner panel combined with a door panel; 

a door cap fitting into the door panel and the inner panel in an upper portion; and 
a handle fitting into the door panel and the inner panel in a bottom portion, the door for 

the refrigerator having a heat insulating foam material injected inside, wherein 

draw forming is provided at a position near an edge of at least either side of the door 

panel at a position away from the edge at approximately between 4 and 1 6% of a full width of 

the door panel such that a metal sheet for keeping the door panel from warping or getting 

uneven is not required. 

Claim 2 (Canceled) 

Claim 3 (Previously Presented): The refrigerator door of claim 1, wherein the draw 
forming is provided in such a manner as to push the door panel outwards to form a convexity 
at a center portion of the door panel. 

Claim 4 (Previously Presented): The refrigerator door of claim 1, wherein the door 
panel has a two-tone color, and the draw forming is provided on a boundary of colors. 

Claim 5 (Previously Presented): A door for a refrigerator having a heat insulating foam 
material injected therein, the door comprising: 
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a draw-formed door panel; 

an inner panel combined with the draw-formed door panel: 

a door cap fitting into the draw-formed door panel and the inner panel in an upper 
portion: and 

a handle fitting into the draw-formed door panel and the inner panel in a bottom portion, 
wherein draw forming in the draw-formed door is provided at a position away from the 
edge at approximately between 4 and 16% of a full width of the draw-formed door panel such 
that a metal sheet for keeping the door panel from warping or getting uneven is not required, the 
draw-formed door panel has a two-tone color, and the draw forming is provided on a boundary 
of colors. 

Claim 6 (Previously Presented): The refrigerator door of claims 4 or 5, further 
comprising: 

a gradation portion provided in the two-tone color; 

wherein the draw forming is provided on the gradation portion. 

Claim 7 (Previously Presented): The refrigerator door of claims 4 or 5, wherein the 
boundary of the colors is provided close to a center portion of the draw forming. 

Claim 8 (Previously Presented): A method of producing a door for a refrigerator which 

is composed of an inner panel combined with the door panel, a door cap fitting into the door 

panel and the inner panel in an upper portion, and a handle fitting into the door panel and the 
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inner panel in a bottom portion, the door for refrigerator having a heat insulating foam material 
injected inside, the method of producing the door for the refrigerator comprising: 

draw forming the door panel at a position away from the edge at approximately between 
4 and 1 6% of a full width of the door panel such that a metal sheet for keeping the door panel 
from warping or getting uneven is not required. 

Claim 9 (Previously Presented): A method of producing a door for a refrigerator which 
is composed of an inner panel combined with the door panel, a door cap fitting into the door 
panel and the inner panel in an upper portion, and a handle fitting into the door panel and the 
inner panel in a bottom portion, the door for refrigerator having a heat insulating foam material 
injected inside, the method of producing the door for the refrigerator comprising: 

draw forming the door panel at a position away from the edge at approximately between 
4 and 1 6% of a full width of the door panel such that a metal sheet for keeping the door panel 
from warping or getting uneven is not required, 

coloring the door panel in two-tone color, and 

providing the draw forming on a boundary of colors. 
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EVIDENCE APPENDIX 
The following documents are attached hereto: 

(1) Figure 7 of the present application, which was filed on May 3, 2001 ; 

(2) JP 63-104982, which was listed in an Information Disclosure Statement filed on 
December 31, 2002; 

(3) JP 60-058270, which was listed in an Information Disclosure Statement filed on 
December 31, 2002; and 

(4) Official Action dated December 2, 2004. 
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RELATED PROCEEDINGS APPENDIX 
There are no related appeals or interferences. 
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Fig. 7 
CONVENTIONAL ART 
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(19) Patent Office: JP 

(1 1) I T pevaminftrf Utility M odel Publication No. Sho 63-104982 
(43) Publication Date: July 7, 1988 

(54) Title of the Invention: Heat Insulating Door for Refrigerator 

(21) Filing No.: Sho 61-200661 

(22) Filing Date: December 25, 1986 

(71) Applicant: Mitsubishi Denki Kabushiki Kaisha 

(72) Inventor: SAITO, Masaru 



[Embodiments] 

-Omission- With referring to Fig. 1 and Fig. 2, a reference numeral 4 denotes an outer door 
panel. With the outer door panel 4, a flange 4d provided parallel to a face plate 4a is formed 
in a unified manner all around the outer surface of the face plate 4a with a level-different 
portion 4c whose height (h) is larger in dimension than the thickness (t) of a narrow hold piece 
3b on front of a frame component 3. The reference numeral 3 denotes the frame component, 
and a reference numeral 5 denotes heat insulating materials. -Omission— According to the 
outer door panel 4, the flange 4d is held by fitting together by insertion between a pair of the 
narrow hold pieces 3b which are provided on the frame component 3. The face plate 4a is 
put toward on front of the narrow hold piece 3b to meet the frame component 3. The heat 
insulating materials are foam filled into a room created by the frame component 3 and the 
outer door panel 4. -Omission- In the case of processing steel plates to form the level- 
different portion with draw forming , it is required to have a sophisticated design for the 
appearance of the heat insulating door. —Omission— 




2: Heat Insulating Panel 
3: Frame Component 
3 a: Decorative Frame 
3b: Narrow Hold Piece 
3c: Mounting Piece 
4: Outer Door Panel 
5: Heat Insulating Materials 
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(1 1 Publication number : 60-058270 
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(54) TWO-TONE COLOR FINISHING METHOD 

PURPOSE^To perform two-tone color finish excellent in interlayer adhesiveness of coating 
films by a method wherein two-color tone finish is applied by using two kinds or more of 
intermediate coats and. thereafter, the entire surface is painted with a thermosettmg top 
coat forming a colored transparent or translucent film. 

CONSTITUTION: After primer coating is pref. applied to an article to be coated such as a 
metal or plastic, two-tone color finish is performed by using an intermediate coat. As this 
intermediate coat, for example, an org. solution type thermosetting intermediate coat, which 
contains a short oil alkyd resin with an oil length of 30% or less and an amino resin as veh.cle 
main components, is designated. In the next step, the entire surface of the two-tone color 
finished by heat curing is painted with a colored transparent of translucent thermosettmg to 
coat so as to adjust the thickness thereof to 1 0W50 fl m besed on a cured film and heated to 
100W300 0 C to cure the top coat. The resulting film has the aforementioned characteristics 
and good quality not resulting in yellowing due to baking and deterioration of weatherab.lity. 
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The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b), 

Status 

1 )S Responsive to communication(s) filed on 26 April 2004 . 
2a)[3 This action is FINAL. 2b)d This action is non-final. 

30 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1 and 3-9 is/are pending in the application. 

4a) Of the above claim(s) - is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ C!aim(s) 1 and 3-9 is/are rejected. 

7) \Z\ Claim(s) is/are objected to. 

8) l~l Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing (s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Response to Amendment 

The amendment filed 4/22/04 is objected to under 35 U.S.C. 132 because 
it introduces new matter into the disclosure. 35 U.S.C. 132 states that no 
amendment shall introduce new matter into the disclosure of the invention. The 
added material which is not supported by the original disclosure is as follows: 
THE SPECIFICATION does not support the draw forming being positioned 4 to 
16% of the total width of the door panel from the edge. The specification merely 
states that the draw forming is at least 1 0%.. 

Applicant is required to cancel the new matter in the reply to this Office 
Action. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 

— Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Prior Art Figure 7. Prior Art Figure 7 discloses the use of a door panel (3), an 
inner panel (2), a door cap (4), and a handle (5); wherein foam heat insulation 
(not shown), page 1, line 18 of the instant application, is provided therein. Prior 
Art Figure 7 discloses the basic claimed door except for the use of draw forming 
positioned at an edge of either side of the panel. The applicant is reminded that 
the method of forming a device is not germane to the issue of patentability of the 
device itself. Draw forming is a method step that appears to be a technique 
used to stretch a material, in particular metal/plastic specifically at the edges to 
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obtain a desired shape or configuration. In apparatus claims it is the final product 
that is given patentable consideration. Hence, the step of draw forming has not 
been given patentable weight. Prior Art Figure 7 discloses the basic claimed 
door except for the percentage of draw forming performed with respect to the 
total width of the door panel. Although there is no discussion regarding the 
amount of draw forming performed, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to select a known draw 
forming percentage according to the use intended as an obvious matter of design 
choice. The amount of draw forming determines how much of the remainder of 
the panel will curve. The curve further determines how much insulation the 
panel will be able to enclose. A door with less draw forming will have less 
curvature and will in turn be able to hold less insulation; which will be less 
effective as far as insulation is concerned. Whereas a do having more draw 
forming will produce a larger curve in the panel and would hold much more 
insulation. This door will in turn will be much more cost effective as far as the 
insulation and heat are concerned. 

^- Claims 1 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Prior Art Figure 7 in view of Japanese Utility Model #63-104982. Prior Art 
Figure 7 discloses the use of a door panel (3), an inner panel (2), a door cap (4), 
and a handle (5); wherein foam heat insulation (not shown), page 1 , line 18 of the 
instant application, is provided therein. The applicant is reminded that the 
method of forming a device is not germane to the issue of patentability of the 
device itself. Draw forming is a method step that appears to be a technique 
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used to stretch a material, in particular metal/plastic specifically at the edges to 
obtain a desired shape or configuration. In apparatus claims it is the final product 
that is given patentable consideration. Hence, the step of draw forming has not 
been given patentable weight. Prior Art Figure 7 discloses the basic claimed 
door except for the use of draw forming positioned at an edge of either side of 
the panel. Japanese Utility Model #63-104982 teaches that it is known in the art 
to form a door panel (4a) with draw forming as at (4) in figures 1 and 2. Thus, it 
would have been obvio us to one having ordinary skill in t he art at the time the 
invention was made to provide the door of Prior Art Figure 7 with the face plate of 
Japanese Utility Model #63-104982 in order to present a door that is not only a 
heat insulating door, but that is also sophisticated in appearance. Prior Art 
Figure 7 discloses the basic claimed door except for the percentage of draw 
forming performed with respect to the total width of the door panel. Although 
there is no discussion regarding the amount of draw forming performed, it would 
have been obvious to one having ordinary skill in the art at the time the invention 
was made to select a known draw forming percentage according to the use 
intended as an obvious matter of design choice. The amount of draw forming 
determines how much of the remainder of the panel will curve. The curve further 
determines how much insulation the panel will be able to enclose. A door with 
less draw forming will have less curvature and will in turn be able to hold less 
insulation; which will be less effective as far as insulation is concerned. Whereas 
a do having more draw forming will produce a larger curve in the panel and 
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would hold much more insulation. This door will in turn v=be much more cost 
effectively as far as insulation and heat are concerned. 
^- Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Prior Art Figure 7 in view of Japanese Utility Model #63-104982 as applied to 
claim 1 above, and further in view of JP 60-058270. Prior Art Figure 7, as 
modified by, Japanese Utility Model #63-104982 discloses the basic claimed 
door except for two-tone coloring the panel. JP 60-058270 teaches that it is 
known in the art to two-tone color finish a metal/plastic. Although JP 60-058270 
does not specifically teach two-tone coloring on a boundary, per se\ it would 
have been obvious to one having ordinary skill in the art at the time the invention 
was made to color finish the panel of Prior Art Figure 7, as modified by, 
Japanese Utility Model #63-104982 in order to create a member that is 
aesthetically pleasing but that is also enhance at the draw forming portions 
thereby further defining the shape made by draw forming the member. 

Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Prior Art Figure 7 in view of Japanese Utility Model #63-104982 as applied 
to claim 1 above, and further in view of JP 60-058270. Prior Art Figure 7 
discloses the basic claimed door except for the use of draw forming positioned at 
an edge of either side of the panel. Japanese Utility Model #63-104982 teaches 
that it is known in the art to form a door panel (4a) with draw forming as at (4) in 
figures 1 and 2. Thus, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to provide the door of Prior Art Figure 
7 with the face plate of Japanese Utility Model #63-104982 in order to present a 
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door that is not only a heat insulating door, but that is also sophisticated in 
appearance. Prior Art Figure 7, as modified by, Japanese Utility Model #63- 
104982 discloses the basic claimed door except for two-tone coloring the panel. 
JP 60-058270 teaches that it is known in the art to two-tone color finish a 
metal/plastic. Although JP 60-058270 does not specifically teach two-tone 
coloring on a boundary, per se\ it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to color finish the 
panel of Prior Art Figure 7, as modified by, Japanese Utility Model #63-104982 in 
order to create a member that is aesthetically pleasing but that is also enhance at 
the draw forming portions thereby further defining the shape made by draw 
forming the member. Regarding claim 6, Prior Art Figure 7, as modified by, 
Japanese Utility Model #63-104982 and JP 60-058270 does not specifically 
teach forming a gradation portion. However, a gradation involves advancement 
by successive stages of tones or shades as from one tone to another. Hence, 
providing the door of Prior Art Figure 7, as modified by, Japanese Utility Model 
#63-104982 and JP 60-058270 is also an obvious matter of design that 
enhances the appearance of the portion stretched or bent by draw forming. 
Thus, it would have been obvious to one having ordinary skill in the art to form 
the door of Prior Art Figure 7, as modified by, Japanese Utility Model #63-104982 
and JP 60-058270 with a gradation portion in order to create a door wherein the 
draw forming portion is enhanced and the overall appearance of the door is 
accentuated. In reference to claim 7, position of the colored portion is also an 
obvious matter of design choice that depends upon which portion of the door is 
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required to be accentuated. Obviously, positioning the colored portion near a 
center of the door would present a door panel that is readily pleasing in 
appearance and strengthened at a center thereof. 

- Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Prior Art Figure 7 in view of Japanese Utility Model #63-1 04982. Prior Art Figure 
7 discloses the method of producing a door (1) composed of a door panel (3), an 
inner panel (2), a door cap (4), and a handle (5); wherein foam heat insulation 
(not shown), page 1, line 18 of the instant application, is provided therein. Prior 
Art Figure 7 discloses the basic claimed door except for the use of draw forming 
positioned at an edge of either side of the panel. Japanese Utility Model #63- 
104982 teaches that it is known in the art to form a door panel (4a) with draw 
forming as at (4) in figures 1 and 2. Thus, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to provide the 
method of producing a door of Prior Art Figure 7 with the step of draw forming a 
face plate, as taught by Japanese Utility Model #63-104982, in order to present a 
door that is not only a heat insulating door, but that is also sophisticated in 
appearance. 

^ Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Prior Art Figure 7 in view of Japanese Utility Model #63-104982 and JP 60- 
058270. . Prior Art Figure 7 discloses the method of producing a door (1 ) 
composed of a door panel (3), an inner panel (2), a door cap (4), and a handle 
(5); wherein foam heat insulation (not shown), page 1 , line 18 of the instant 
application, is provided therein. Prior Art Figure 7 discloses the basic claimed 
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door except for the step of draw forming at an edge of either side of the panel 
and except for the step of two-tone coloring the panel. Japanese Utility Model 
#63-104982 teaches that it is known in the art to use the step of draw forming a 
door panel (4a) as at (4) in figures 1 and 2 and JP 60-058270 teaches that it is 
known in the art to color a metal/plastic a two-tone color finish. JP 60-058270 
does not specifically teach two-tone coloring on a boundary, per se\ It would 
have been obvious to one having ordinary skill in the art at the time the invention 
was made to provide the method of Prior Art Figure 7 with the draw forming step 
of Japanese Utility Model #63-104982 and the step of color finishing of JP 60- 
058270 in order to create a member that is aesthetically pleasing but that is also 
enhanced at the draw forming portions thereby further defining the shape made 
by draw forming the member. 

Response to Arguments 
Applicant's arguments filed 4/26/04 have been fully considered but they 
are not persuasive. Regarding the applicant's argument that the draw forming 
percentage eliminates the need for an internal metal part, this may be so; 
however, it is apparent that the requirement of an additional panel and the draw 
forming. Percentage is an obvious matter of design choice. For instance, if the 
door were being used in conditions that did not require as much insulation, it 
would be obvious that the additional panel would not be needed. Whereas, if the 
door is needed in areas that require a substantial amount of insulation perhaps 
an additional panel and added insulation would be required. 

Conclusion 
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Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Yvonne M. Horton whose telephone number 
is (703) 308-1909. The examiner can normally be reached on 6:30 am - 3:00 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Carl D. Friedman can be reached on (703) 308-0839. 
The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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Art Unit 3635 
11/29/04 
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Supervisory Patent Examiner 
Group 3600 



